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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
       ) 
Lithera, Inc.       ) 
       ) 
   Petitioner,    )      
       ) 
   v.     ) Cancellation  No. 92058417 
       ) 
Kythera Biopharmaceuticals, Inc.,   ) 
       ) 
   Registrant.    ) 

   
 

REGISTRANT’S CORRECTED MOTION TO SUSPEND  
 

 Registrant Kythera Biopharmaceuticals, Inc. (“Kythera”) hereby moves for an Order 

suspending this Cancellation pending the disposition of Civil Action No. CV13-6338 RSWL, 

Kythera Biopharmaceuticals, Inc. v. Lithera, Inc., in the U.S. District Court for the Central 

District of California.  This Corrected Motion corrects a typo in the signature block of 

Registrant’s January 21, 2014 motion, but is otherwise identical. 

In the California action, Registrant fil ed a complaint alleging that Petitioner’s use of 

LITHERA for pharmaceutical preparations constitutes trademark infringement of Registrant’s 

KYTHERA mark, which Registrant has used in connection with its pharmaceutical goods and 

services since early 2006.  Petitioner filed a motion to dismiss alleging the identical grounds as 

those Petitioner alleged in its Petition for Cancellation.  Copies of Registrant’s complaint and 

Petitioner’s motion to dismiss are attached.  Registrant requests that this Cancellation be 

suspended because the pending civil action has a direct bearing on this proceeding.   

Dated:  January 23, 2014     Kythera Biopharmaceuticals, Inc. 

By ________/s/___________________ 
John J. Dabney 
Mary D. Hallerman 



Katie Bukrinsky 
McDermott Will & Emery LLP 
500 North Capitol Street 
Washington, DC 20001 
Attorneys for Registrant 

 
CERTIFICATE OF SERVICE  

 
The undersigned hereby certifies that a copy of this paper has been served upon all parties, at 
their address of record, by first class mail, on January 23, 2014. 
 
Respectfully submitted, 
          
          
___/John J. Dabney/______ 
John J. Dabney 
Attorney for Registrant 
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Benjamin A. Katzenellenbogen (SBN 208,527) 
Ben.katzenellenbogen@knobbe.com 
Emily K. Sauter (SBN 265,679) 
Emily.sauter@knobbe.com 
KNOBBE, MARTENS, OLSON & BEAR, LLP 
2040 Main Street, Fourteenth Floor 
Irvine, CA  92614 
Phone: (949) 760-0404 
Facsimile: (949) 760-9502 
 
Attorneys for Defendant 
LITHERA, INC. 
 
 
 
 

IN THE UNITED STATES  DISTRICT COURT 
 

FOR THE CENTRAL DISTRICT OF CALIFORNIA 
 

WESTERN DIVISION 
 
 
KYTHERA 
BIOPHARMACEUTICALS, INC., 
 
  Plaintiff, 
 
 v. 
 
LITHERA, INC. 
 
  Defendant. 
 

)
)
)
)
)
)
)
)
)
)
)

Civil  Action No. CV13-6338 RSWL (SSx)
 
Hon. Ronald S.W. Lew 
 
MEMORANDUM OF POINTS AND 
AUTHORITIES IN SUPPORT OF 
LYTHERA, INC.’S MOTION TO 
DISMISS THE COMPLAINT 
 
Date:  January 7, 2014 
Time:  10:00 a.m. 
Location: Courtroom 21
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Defendant Lithera, Inc. submits this Memorandum in support of its Motion 

to Dismiss the Complaint filed by Plaintiff Kythera Biopharmaceuticals, Inc. 

I.  INTRODUCTION 

Plaintiff’s Complaint for trademark infringement and trademark 

cancellation should be dismissed for two reasons. First, Plaintiff does not allege 

any facts that could plausibly establish a likelihood of confusion. Second, the facts 

Plaintiff does allege establish that Plaintiff lacks any enforceable trademark rights 

in the asserted service marks. 

Plaintiff and Defendant are both early stage pharmaceutical companies. 

They are both in the process of conducting clinical trials for their respective 

product candidates, and neither of them has any commercially available products. 

Neither offers to perform pharmaceutical research services for others. Since 

neither party sells any goods or service to customers, there are no goods or 

services over which any customers could be confused. In addition, as neither party 

has any customers, there are no customers who could possibly be confused. Thus, 

the allegation of likelihood of confusion, which forms the basis of Plaintiff’s 

causes of action, is implausible. 

In addition, Plaintiff lacks any enforceable rights in its alleged service 

marks. In order to develop protectable trademark rights in a service mark, a 

company must use a mark in connection with services performed for others. 

Plaintiff performs pharmaceutical research and development services solely for 

itself, for the purpose of developing its own products. Services performed solely 

for a company’s own benefit do not give rise to enforceable trademark rights in a 

service mark.  

As a practical matter, Plaintiff’s allegations are simply premature. Even if 

the Court wanted to, there would be no way to apply the test for likelihood of 

confusion in a situation like this where neither party has any goods or services 

commercially available in a marketplace. Evaluating likelihood of confusion 
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involves considering factors that, at a minimum, require knowing information 

such as the names of the products, how those products are marketed and to whom 

they are marketed. Where, as here, there are no commercially available services or 

goods about which the public could be confused, and no relevant consuming 

public who could be confused, there can be no likelihood of confusion.  

Accordingly, Plaintiff’s allegations of likelihood of confusion and 

ownership of enforceable service marks are implausible, and do not state a claim 

for relief.  

II.  LEGAL STANDARD 

To survive a motion to dismiss, a complaint must allege facts sufficient “to 

raise a right to relief above the speculative level.” Bell Atl. Corp. v. Twombly, 550 

U.S. 544, 555 (2007). The complaint must “contain sufficient factual matter . . . to 

state a claim to relief that is plausible on its face.” Ashcroft v. Iqbal, 556 U.S. 662, 

678 (2009). A complaint must allege more than just legal conclusions and 

“[t]hreadbare recitals of the elements of a cause of action.” Id.  

Courts are not required to accept as true “allegations that contradict exhibits 

attached to the Complaint or matters properly subject to judicial notice, or 

allegations that are merely conclusory, unwarranted deductions of fact, or 

unreasonable inferences.” Daniels-Hall v. Nat’l Educ. Ass’n, 629 F.3d 992, 998 

(9th Cir. 2010).  

III.  ARGUMENT 

The complaint asserts four causes of action.1 (Complaint, ¶¶ 25-44.) A 

courtesy copy of the complaint is attached as Exhibit 1 to the Declaration of Emily 

K. Sauter (“Sauter Dec.”). Each claim relies on two assertions that are 

                                                 
1 Three causes of action allege essentially the same conduct (trademark and 

trade name infringement, unfair competition and false designation of origin) under 
two federal statues and California law. (Complaint (Ex. 1), ¶¶ 25-36, 40-44.) The 
fourth seeks cancellation of Defendant’s Federal trademark registration for 
pharmaceutical preparations. (Complaint (Ex. 1), ¶¶ 37-39.) 
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contradicted by the allegations in the Complaint and other matters of public 

record. First, Plaintiff alleges that Defendant’s actions are likely to cause 

confusion, deception and/or mistake with Plaintiff’s marks and names. (See 

Complaint (Ex. 1), ¶¶ 27, 33, 38, 41 (alleging likelihood of confusion).) Second, 

Plaintiff alleges that it has protectable trademark rights in its service marks. (See 

Complaint (Ex. 1), ¶¶ 26, 32, 38, 40 (alleging protectable trademark rights) & Exs. 

A & B (attaching Plaintiff’s service mark registrations).) 

Neither of Plaintiff’s assertions is plausible. As discussed in more detail 

below, the allegations in the Complaint establish that neither party offers any 

commercially available goods or services about which consumers could be 

confused. The allegations in the Complaint also demonstrate that Plaintiff has not 

used its marks in connection with providing services to others. Additional 

documents that are properly considered on this Motion, including the government 

records of Plaintiff’s service mark applications and Plaintiff’s SEC filings, further 

confirm the impossibility of Plaintiff’s conclusory allegations. Accordingly, 

because Plaintiff’s Complaint has not alleged a plausible claim for relief, the 

Court should grant Defendant’s Motion to Dismiss.  

A. The Court may consider Plaintiff’s Trademark Office records and SEC 

filings at the motion to dismiss stage 

When considering a Rule 12(b)(6) motion to dismiss, a court can consider 

documents attached to the complaint, documents incorporated by reference in the 

complaint, and matters of which the Court may take judicial notice, without 

converting the motion to dismiss into a motion for summary judgment. U.S. v. 

Ritchie, 342 F.3d 903, 907-08 (9th Cir. 2003). Documents are incorporated by 

reference in a complaint when they are explicitly referred to the in the complaint 

or when they form the basis of the plaintiff’s claim. Id. at 908.  

Plaintiff’s Complaint specifically attaches and refers to the records of 

Plaintiff’s asserted federal service mark registrations, and those service mark 
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registrations are central to at least some of Plaintiff’s claims of trademark 

infringement. Accordingly, the court may take judicial notice of the official 

Trademark Office records of the asserted registrations.  

In addition, “[o]n a motion to dismiss, a court may take judicial notice of 

matters of public record outside the pleadings”. Plevy v. Haggerty, 38 F. Supp. 2d 

816, 821 (C.D. Cal. 1998). Records from the United States Patent and Trademark 

Office, as well as SEC filings, are matters of public record that courts may 

properly consider in resolving a motion to dismiss. Pollution Denim & Co. v. 

Pollution Clothing Co., 547 F. Supp. 2d 1132, n.11 (C.D. Cal. 2007) (taking 

judicial notice of facts from trademark records maintained by the United States 

Patent and Trademark Office); Plevy, 38 F. Supp. 2d at 821 (finding that, because 

SEC filings “are public records required by the SEC to be filed, the Court may 

take judicial notice of them”). Accordingly, the Court may consider statements 

Plaintiff made in its Trademark Office and SEC filings. 

B. The Complaint, Trademark Office records, and SEC filings show that 

both parties are clinical-stage pharmaceutical companies who do not 

provide services to others or offer any commercially available products 

The Complaint establishes that the parties are clinical-stage pharmaceutical 

companies that do not provide services for others or sell any commercially 

available goods. For example, the Complaint states that Plaintiff has one “lead 

product candidate” that is “currently in Phase III clinical development.” 

(Complaint (Ex. 1), ¶ 1.) The Complaint alleges that the parties’ goods “will be 

sold” and “will be marketed” at some unspecified time in the future. (Complaint 

(Ex. 1), ¶ 18 (emphases added).) The Complaint does not allege that Plaintiff or 

Defendant has ever provided research services for the benefit of others, or sold 

any commercially available goods to others. 

Excerpts from the Trademark Office records for Plaintiff’s federal service 

mark registration confirm that Plaintiff does not provide any services to others. 
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Plaintiff describes itself as a “clinical-stage biopharmaceutical company[.]” 

(Sauter Decl., Ex. 2, p. 11, Ex. 3, p. 8.) Plaintiff also states that its “objective is to 

develop first-in-class, prescription products … .” (Id. Ex. 3, p. 8 (emphases 

added).) Plaintiff states that it “develop[s] prescription therapeutics[,]” (id. Ex. 4, 

p. 6), and is “focused on the discovery, development and commercialization of 

novel prescription products for the aesthetic medicine market[,]” (id., Ex. 2, p. 17, 

Ex. 3, p. 8). Plaintiff never suggests that it has sold any commercially available 

products or provided any services for others. (See id. at Exs. 2-4.) Plaintiff also 

confirms that its product candidate, ATX-101, is not commercially available 

because it is still in clinical trials. (Id. at Ex. 2, p. 11, Ex. 3, p. 8.)  

Plaintiff’s regulatory filings similarly show that Plaintiff has not provided 

services to others. Plaintiff’s 2012 SEC 10-K Annual Report describes the 

company as a “clinical-stage biopharmaceutical company focused on the 

discovery, development and commercialization of novel prescription products for 

the aesthetic medicine market.”  (Sauter Decl., Ex. 5, p.1 (emphasis added).)  

Plaintiff’s Annual Report elaborates that its objective “is to develop first-in-class, 

prescription products” and that it has one “product candidate, ATX-101”, that is 

still in Phase III clinical development.  (Id.)  

Thus, the record available on this Motion establishes two critical facts: (1) 

neither party has any commercially available products or services; and (2) Plaintiff 

performs research services only for its own benefit and to develop its own 

products.  

C. Plaintiff has alleged facts that establish there is no likelihood of 

confusion 

Plaintiff bases its causes of action on allegations of likelihood of consumer 

confusion in the marketplace. (See Complaint (Ex. 1), ¶¶ 27, 33, 38, 41 (alleging 

likelihood of confusion)); see also GoTo.com, Inc. v. Walt Disney Co., 202 F. 3d 

1199 (9th Cir. 2000) (likelihood of confusion is the central element of trademark 
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infringement). However, Plaintiff’s Complaint fails to allege facts that could 

plausibly support a finding of a likelihood of confusion. To the contrary, the 

Complaint alleges facts that establish there is no possibility, let alone a likelihood, 

of confusion. Accordingly, the Court should dismiss Plaintiff’s claims. 

As discussed above, Plaintiff alleges that it is still in the “clinical 

development” phase for its “lead product candidate” for an injectable drug. 

(Complaint (Ex. 1), ¶ 1.) Plaintiff similarly alleges that Defendant “is also in the 

process of developing an injectable drug” that is “currently in Phase II clinical 

development” for use in humans. (Id.) These allegations establish that the parties 

do not have any commercially available products or services. Plaintiff further 

alleges that, “[t]he parties’ respective goods … will be sold” and “will be 

marketed” at some unspecified point in the future. (Id., ¶ 18 (emphases added).) 

These allegations confirm that there can be no confusion, and any potential future 

competition or confusion between the parties’ products is entirely speculative at 

this point because neither has an FDA approved product. 

There can be no likelihood of confusion where there are no competing 

commercially available goods and/or services that could be confused in a 

marketplace. It has been the law in the Ninth Circuit for more than half a century 

that, “[p]erhaps the most important element of unfair trade is that there be 

competition in the sale of like merchandise and that there is, or is likelihood of, 

confusion as to which competitive article is being purchased.” Mister Donut of 

Am., Inc. v. Mr. Donut, Inc., 418 F.2d 838, 843 (9th Cir. 1969) (emphases added). 

Thus, where, like here, there is absolutely no competition between the parties, 

there can be no likelihood of confusion.  

Nor can there be any likelihood of confusion where there is no consuming 

public that could be confused. The Ninth Circuit has similarly observed that, 

“[t]he test for likelihood of confusion is whether a reasonably prudent consumer 

in the marketplace is likely to be confused as to the origin of the good or service 
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bearing one of the marks.” Entrepeneur Media, Inc. v. Smith, 279 F.3d 1135, 1140 

(9th Cir. 2002) (emphasis added). Thus, when there are no purchasers of goods 

and/or services in any marketplace, there can be no likelihood of confusion.  

Plaintiff’s concern seems to be related to its allegation that “sophisticated 

individuals in the field of pharmaceuticals and in the press” have confused the 

mechanism of action of the parties’ respective clinical-stage products. (See 

Complaint (Ex. 1), ¶ 19.) Scientific confusion about the way the parties’ potential 

products function in the body does not give rise to any cause of action and does 

not establish a likelihood of confusion in a trademark sense.  

The only type of confusion that is relevant to trademark law is whether the 

consuming public is likely to be confused as to the source of the goods or services. 

Rearden LLC v. Rearden Commerce, Inc., 683 F.3d 1190, 1214 (9th Cir. 2012). 

This is because “trademark infringement protects only against mistaken 

purchasing decisions and not against confusion generally.” Id. (internal quotation 

omitted). As Judge Stotler has observed, “[s]ome people are always confused.” 

Playboy Enters., Inc. v. Netscape Commc’ns Corp., 55 F. Supp. 2d 1070, 1083 

(C.D. Cal. 1999). “Accordingly, to impose liability, the plaintiff must show 

confusion of a significant number of prospective purchasers.” Id. (emphasis 

added).  

In the absence of any commercially available goods or services, there are no 

prospective purchasers who could be confused. Where there is no relevant 

consuming public that could be confused, there is certainly no consuming public 

that is likely to be confused. Accordingly, Plaintiff has not alleged any facts that 

plausibly suggest a likelihood of confusion by the relevant consuming public, and 

the Court should dismiss the Complaint. 

/ / / 

/ / / 
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D. Plaintiff has not acquired any service mark rights because its research 

services are solely performed for its own benefit 

The Complaint should also be dismissed for the independent reason that 

Plaintiff has alleged facts that establish Plaintiff lacks any enforceable trademark 

rights in its service marks. In order to acquire trademark rights in a service mark, 

the mark must be used for the benefit of others. In re Canadian Pacific Ltd., 754 

F.2d 992, 994 (Fed. Cir. 1985). If the use is solely for the benefit of the alleged 

owner of the mark, the use does not give rise to trademark rights. Id.  

Use of the mark in connection with performing services for the benefit of 

others is a necessary predicate both to establishing common-law trademark rights, 

see Chance v. Pac-Tel Teletrac, Inc., 242 F.3d 1151, 1156 (9th Cir. 2001), and to 

receiving a federal registration for a service mark, see Aycock Eng’g, Inc. v. 

Airflite, Inc., 560 F.3d 1350, 1357-58 (Fed. Cir. 2009). “At the very least, in order 

for an applicant to meet the use requirement, there must be an open and notorious 

public offering of the services to those for whom the services are intended.” Id. at 

1358. Advertising or publicizing a service that the applicant intends to perform in 

the future will not support registration. Id. Adopting a mark and preparing to begin 

its use are similarly insufficient to claim ownership of a mark or apply for its 

registration. Id.  

Plaintiff uses its mark as the name of its company. (Sauter Decl., Ex. 2.) 

However, Plaintiff does not perform or offer to perform any research services for 

others. Because Plaintiff has not performed services for the benefit of others, it has 

no enforceable service mark rights, and its service mark registrations for research 

services are void ab initio. Id. at 1357. As discussed above, the Complaint, 

Plaintiff’s representations to the United States Patent and Trademark Office in 

connection with obtaining the asserted service mark registrations, and Plaintiff’s 

public SEC filings, all show that Plaintiff has not used its asserted marks in 

connection with any services for the benefit of others. Plaintiff’s research services 
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are performed solely for its own benefit. Thus, Plaintiff’s conclusory allegation 

that it has enforceable service mark rights is contradicted by other allegations in 

the Complaint as well as by matters of public record.  

If the allegations in the Complaint had not established Plaintiff’s lack of 

bona fide use for others, and if the lack of use for others were not a matter of 

public record, Plaintiff might have been able to rely on the mere existence of its 

federal registrations as prima facie evidence of actual service mark rights.  See 15 

U.S.C. §§ 1057(b); 1115(a); Brookfield Commc’ns, Inc. v. West Coast Entm’t 

Corp., 174 F.3d 1036, 1047 (9th Cir. 1999). However, where, as here, the 

allegations in the Complaint and available public records establish the mark was 

not used in connection with services performed for others, the registration is void 

ab initio.  Aycock Engineering, 560 F.3d at 1357. Accordingly, the Court need not, 

and should not, accept Plaintiff’s allegations of enforceable service mark rights as 

true.  See Daniels-Hall, 629 F.3d at 998.  

Plaintiff has failed to allege facts sufficient to establish a plausible claim 

that it has enforceable trademark rights in its alleged service marks. This is yet 

another reason the Court should dismiss Plaintiff’s claims. 

E. As a practical matter, Plaintiff’s claims are premature because the 

Court could not even conduct the likelihood of confusion analysis 

Plaintiff’s Complaint also appears to ask the Court to speculate regarding 

whether there will be any likelihood of confusion among relevant consumers 

regarding the parties’ respective lead product candidates if both products reach the 

market. This issue is both premature and unanswerable. Many of the factors the 

Court would apply in determining whether there is a likelihood of confusion 

simply cannot be applied where there are no commercially available goods or 

services. See AMF Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-355 (9th Cir. 1979) 

(discussing eight factors to be applied). 

/ / / 
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For example, one of the eight factors this Court would consider in assessing 

likelihood of confusion is the proximity of the goods and/or services in the 

marketplace. Id. The Court cannot analyze the proximity of unavailable goods 

and/or services in a non-existent marketplace. Another factor the Court would 

consider is the similarity of the marks. Id. The Court cannot analyze this factor 

without knowing the names of the products. The parties’ product candidates are 

currently known by clinical research identifiers ATX-101 and LIPO-202. Before 

they are launched commercially, they will be given product names and trade dress 

that could eliminate any possibility of confusion. It would be pointless to 

speculate as to what the product names and packaging might be, or how those 

unknown details might impact consumers in a hypothetical future market. 

In assessing likelihood of confusion, the Court may also consider evidence 

of actual confusion in the marketplace. Id. However, the Court would not be able 

to analyze whether there is any actual confusion in the relevant marketplace until 

there is a commercial market for the products. Another factor is the marketing 

channels used. Id. Again, the Court could not evaluate this factor unless and until 

there are commercially available products and actual marketing channels being 

used. Another factor is the degree of care likely to be exercised by a purchaser of 

the goods and/or services. Id. It would be difficult, if not impossible, to 

meaningfully assess the likely degree of care exercised by potential consumers 

without knowing who those consumers are going to be. 

At this point, any attempt to guess what the parties’ products might be 

called, how they might be marketed, to whom they will be marketed, or how they 

might be positioned in their respective markets, would be pure speculation. The 

Court would not be able to offer anything more than an unconstitutional advisory 

opinion as to how likely confusion might be under various potential scenarios. A 

court simply cannot assess the likelihood of confusion where, as here, no goods 

and/or services have been sold by either party.  
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IV.  CONCLUSION 

Plaintiff’s Complaint does not suffice under Iqbal and Twombly because it 

does not allege any facts that, if true, would plausibly give rise to enforceable 

trademark rights or a likelihood of confusion by consumers. Plaintiff’s conclusory 

allegations are contradicted by the facts in the Complaint and by available 

government records. Accordingly, the Court should dismiss the Complaint. 
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